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ROGER B. McMULLEN ET AL. (UNITED ST.--\TES) u. GERMANY

(March 19, 1925, pp. 602-604.) 

AGREED STATEMENT 

The American and German Agents present the following agreed statement, 
and make the following recommendation as to further proceedings to be had in 
the matter of this claim: 

Amount demanded by claimant: $100,000,000.00. 
EssENTIAL FACTS: Roger B. McMullen, a native citizen of the United States 

(Exhibit I), has filed a petition in support of a claim on behalf of himself, Henrietta 
Gathmann, Emil Gathmann, Paul Gathmann, Otto Gathmann, Olga Gathmann 
Foley. Elman Gathmann, James B. McMullen, Daniel Y. McMullen, George 
W. McMullen and Davis S. Mc�1ullen, all of whom, it is alleged, are either
native or naturalized citizens of the United States (Exhibit 2). It is alleged that
Louis Gathmann, since deceased, had certain German patents covering hiish
explosive shell and gun for projecting trench mortar projectiles; safety fuse for
high explosive shell in which the priming charge was kept separated from the
main charge of the high explosive charge contained in the shell upon the discharge
of the projectile from the gun; compass for use with submarine or submersible
vessels; and periscopes adapted to be adjustably projected above the hull structure
of submarine or submersible vessels; and that said patents were infringed by the
Government of Germany during the war period. The records of the German
Government show that there were three patents granted to Louis Gathmann, of 
Chicago, in 1896 and 1897, corresponding to three American patents, and the 
German Patent Office reports that all three patents expired because the annual
fees required under German law to be paid on German patents were not paid
in compliance with the German patent law. It is further claimed by the German
officials that these patents had expired for the reason above stated long before
the beginning of the World War (Exhibit 3). The American Agent has furnished
the claimant with the information thus obtained from the German Patent Office
and no contention is made by the claimant that the annual fee was paid or that
the information received from the German officials regarding the failure to pay
the said annual fees is not correct. It is also alleged by the claimant that long
before the beginning of the World War application had been made to the German
Government for the issuance of additional patents covering the devices above
referred to and that the German Government was familiar with the said inventions.

Downloaded from worldcourts.com. Use is subject to terms and conditions. See worldcourts.com/terms.htm



Downloaded from worldcourts.com. Use is subject to terms and conditions. See worldcourts.com/terms.htm

DECISIONS 287 

The claim on behalf of the petitioner is made that the invention, regardless of a 
patent, was a property right and that if the claimant can establish that the German 
Government made use of the said inventions, some of which were covered by 
American patents, without compensating the claimant for the use thereof, a valid 
daim can be presented against the Government of Germany for such compensation 
(Exhibits 4 and 5). 

RECOMMENDATION: This claim is submitted to the Commission at this time for 
determination as to whether under the decisions of the Commission heretofore 
rendered the use by the German Government, if established by the claimant, of 
inventions not covered by patents in Germany, by the German Government, 
without paying compensation therefor to the claimant, constitutes a valid claim 
for damages for which Germany is financially obligated to make compensation 
to the claimant under the terms of the Treaty of Berlin. 

The Umpire and both the National Commissioners have painstakingly 
examined the record in this case the substance of which is accurately reflected 
by the foregoing Agreed Statement of the American and German Agents. No 
serious effort has been made by the claimants or their private counsel to 
substantiate by competent evidence the allegations in the claimants' petition. 
On the contrary such private coun,el states in substance that until this Com
mission has decided the question of the liability of the German Government 
for the use of inventions not covered by German patents "it would be useless 
to go to the great expense and effort required to offer technical proof". 

Both prior to and since the World War American inventors have been 
entitled, on taking the measures prescribed by the German statutes, to have 
issued to them letters patent protecting their inventions. On the failure of the 
patentees, or tho,e claiming under them, to pay to the German Government 
the annual fees required by these statutes, the rights acquired under the 
patents are lost. It appears from the record that during 1896 and 1897 three 
patents were granted by the German Government to Louis Gathmann. of 
Chicago, but the rights thereunder were forfeited long prior to the \,Vorld 
War for failure of the patentee or his assigm to pay the fees required by the 
German statutes by virtue of whicl- the patents issued. The law~ of Germany 
provide and have long provided that should the German Government, under 
the restrictive provisions of its statutes, make use of any invention, by whom
soever owned, protected by the patent laws of Germany, it would be required 
to make compensation for such use and the ,our ts of Germany are open to any 
such patentee, or those claiming under him, to recover from the German 
Government the value of any such use made by it. No distinction is made in 
this regard with respect to patent.; owned by German nationals and those 
owned by American nationals. The German statutes strictly conform to the 
provisions of the Convention between the United States and numerous other 
powers, including Germany, for the Protection of Industrial Property as last 
amended by the Convention signed at Washington June 2, 1911. In these 
circumstances the claimants are not in a position to complain of the me by 
Germany in German territory of inventions not protected by German patents, 
even if such use in fact occurred. 

On the record submitted the Umpire and the two National Commissioners 
have no hesitation in deciding that the claimants herein have not ,uffered any 
loss, damage, or injury for which Germany is obligated to make compensation 
under the Treaty of Berlin. 

Applying the rules and principle, heretofore announced in the decisiom of 
this Commission to the facts as disclosed by the record herein, the Commission 
decrees that under the Treaty of Berlin of August 25, 1921, and in accordance 
with its terms the Government of Germany is not obligated to pay to the 
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Government of the United States any amount on behalf of the claimants 
herein or any of them. 

Done at Washington March I 9, 1925. 
Edwin B. PARKER 

Umpire 

Chandler P. ANDERSON 
American Commissioner 

W. KIESSELBACH
German Commissioner 
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